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DETAILED ACTION 



Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

3. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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4. Claims 1 - 5, 21, 23, 24, 31 - 37, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Moreton et al. (WO 02072529). The column and line numbers used in the 
rejection below are from the identical US-based reference 6,596,038. 

5. In regards to claim 1, Moreton teaches a composition comprising a reaction product of a 
hydrocarbyl substituted aromatic compound containing carboxylic and hydroxyl groups 
(calixarenes) and ammonia or amine which are organic nitrogen compounds (column 5 lines 23 - 
60) as in the claim. 

The first calixarene compound which corresponds to the compound of formula I in the 
claim, is a structure comprising carboxylic group having a substituent, R°, which is hydrogen 
similar to R 4 of the claim; the substituent OH on the benzyl ring is similar to U of the claim 
(column 5 lines 23 - 60), and the hydrocarbyl group R 5 is a hydrocarbyl group containing 1 to 
100 carbon atoms (column 4 lines 52 - 60) which provides an overlapping range of carbons for 
R 2 in the claim. 

The second calixarene compound which corresponds to the compound of formula II in 
the claim contains a substituent R2, which can be OH group (column 5 line 5) similar to the OH 
group of the claim when f is 1, R3 can be hydroxyl group containing from 1 to 100 carbons 
(column 1 lines 61-63) similar to the group R4 in the claim when g is 1, groups Rl and R4 can 
be hydrogen (column 5 lines 3 - 5). 

In the case where the claimed ranges "overlap or lie inside ranges disclosed by the prior 
art" a prima facie case of obviousness exists. In re Wertheim, 541 F.2d 257, 191 USPQ 90 
(CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. Cir. 1990). 
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Moreton teaches that the compounds are used in lubricating oils as surfactants and/or 
antioxidants (column 2 lines 65 - 67) which provides the limitation of (b). Moreton teaches that 
hetero groups can be nitrogen oxygen or sulfur (column 3 line 35-37) but does not teach that 
the reaction products of the formula necessarily contain sulfur compounds. Thus, the product 
can be sulfur free. 

6. In regards to claim 2, Moreton teaches the composition comprising viscosity modifiers 
(column 10 lines 49-56). 

7. In regards to claim 3, Moreton teaches the composition, wherein component (a) is present 
from about 0.1 to 10% (column 13 lines 1 - 7), oil present up to about 99% (column 13 lines 50 
- 54), and other additives can comprise from 0.001 to about 20% of the composition (column 13 
lines 30 - 40). 

8. In regards to claim 4, 5, Moreton does not particularly recite sulfur or phosphorus based 
reactants. Although Moreton teach that the lubricating oil optionally be synthetic base oils such 
as phosphorus-containing acid lubricants (column 1 1 lines 55 - 65), it is non limiting. Thus, the 
lubricant can be essentially ashless, sulfur and phosphorus free according to the limitation of the 
claims. 

9. In regards to claims 21, 23, Moreton teaches the composition comprising the component 
(a)(i) as previously stated, organic nitrogen groups of component a(ii), and (a)(iii) metal 
containing base (column 6 lines 34 - 40) and lubricating oil as previously stated. 

10. In regards to claim 24, 37, Moreton teaches the composition, wherein component (a)(ii) is 
an ammonium hydroxide or aqueous ammonia, which is a reactive equivalent of ammonia 



Application/Control Number: 10/542,952 Page 5 

Art Unit: 1797 

(column 5 lines 54 - 60). The ammonium hydroxide serves to neutralize the acidic groups of 
(a)(i) as recited in the applicant's specification (See, specification page 10 lines 25 - 28). 

11. In regards to claim 3 1 , Moreton teaches the composition, wherein the component (a)(i) is 
useful as is in lubricants and fuels without having metals present (Moreton, abstract, column 13 
lines 55 - 57). 

12. In regards to claims 32, 33, Moreton teaches the composition. In Example 2, Moreton 
teaches mixing the reactants and heating to form the product that is used in the lubricating oil, 
thus providing for the steps heating the reactants and adding them to a lubricating which 
intrinsically performs the recited method. The product formed by the process is also recited 
according to claim 33. 

13. In regards to claims 34, 35, Moreton teaches the method of lubricating a diesel engine or 
internal combustion engine with the lubricant composition comprising the claimed additive as 
previously recited, which when added intrinsically performs the properties recited in claim 35. 

14. In regards to claim 36, Moreton teaches the reaction product of (a)(i) and (a)(ii) as 
previously recited. 

15. Claims 25 - 30 are rejected under 35 U.S.C. 103(a) as being unpatentable over Moreton 
et al. (WO 02072529) in view of Hoke (US 4,090,971) 

16. In regards to claims 25, Moreton teaches the composition comprising organic nitrogen 
groups of component a(ii), a metal containing base (column 6 lines 34 - 40) and lubricating oil 
as previously stated. Moreton does not particularly recite the compounds in the claim. 

Hoke teaches amides of carboxylic acids containing alkyl substituted hydroxyl aromatic 
groups as in the invention of Moreton (abstract). Hoke teaches that the amides can be prepared 
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from compounds which react with the carboxylic acids, such as, guanidines (column 2 lines 65 - 
68). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to have use the amine compounds of Hoke in preparing the carboxylic hydroxyl aromatic amide 
compounds of Moreton, since Hoke teaches they are suitable carboxylic amide additives for 
lubricants. 

17. In regards to claim 26, Moreton and Hoke combined teach the composition, wherein 
component (a)(ii) are hydrocarbyl substituted mono amines such as tetra alkyl ammonium 
hydroxide (Moreton, column 5 lines 54 - 60). 

18. In regards to claim 27, Moreton and Hoke combined teach the composition, wherein the 
component (a)(ii) is a polyamine having ethylene diamine, or ethylene polyamines, i.e. 
triethylene tetramine (Hoke, column 4 lines 8 - 42). 

19. In regards to claim 28, Moreton and Hoke combined teach the composition, wherein the 
component (a)(ii) are pyrroles, piperidines, pyridines etc (Hoke, column 3 lines 64 - 68). 

20. In regards to claims 29, 30, Moreton and Hoke combined teach the composition, wherein 
the component (a)(ii) is i.e. ethanol amine which are primary aminoalcohols having 1 hydroxyl 
group and 2 carbons (Hoke, column 3 lines 47 - 55). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TAIWO OLADAPO whose telephone number is (571)270-3723. 
The examiner can normally be reached on 8:00 - 4:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn Caldarola can be reached on (571)272-1444. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

TO /Glenn A Caldarola/ 

Acting SPE of Art Unit 1797 



